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DETAILED ACTION 



1. This communication is in response to amendment filed 1/26/06. 



Response to Amendment 

2. Claims 18 has been amended and new claims 47 and 48 has been added. Claims 18- 
25,29-33 and 46-48 are currently pending. 

Response to Arguments 

3. Applicant's arguments with respect to claims have been considered. This office action is 
issued as a new Non-final action. 



Claim Rejections - 35 USC §101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

5. Claim 25 is are rejected under 35 U.S.C. §101 because the claimed invention is directed 
to a non statutory subject matter. 

35 U.S.C. §101 requires that in order to be patentable the invention must be a "new and 
usefiil process, machine, manufacture or composition of matter or new and useful improvement 
thereof' (emphasis added). Applicant's claim mentioned above is intended to embrace or overlap 
two different statutory classes of invention as set forth in 35 U.S.C. §101. The claim begins by 
discussing a method (the method of claim 18,..), the body of the claim discusses the specifics of 
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the system (the computerized system) and method steps (step of allowing..)- (see rejection of 
claims under 35 U.S.C. §112, second paragraph, for specific details regarding this issue), "a 
claim of this type is precluded by express language of 35 U.S.C. §101 which is drafted so as to 
set forth statutory the statutory classes of invention in the alternative only", Ex parte Lyell 
(17USPQ2d 1548). 

Claim Rejections - 35 USC § 112 

6. Claims 20-23, 29-32 and 46 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

7. Claim 20 recites limitations "the transaction" which lacks positive antecedent basis in the 
claim. 

Claim 21 : recites "allowing the first ordering party to select whether the first order is live, 
executable order or a subject order". Since, the term "allowing" does not positively recite 
the underlying process, the claimed invention is rendered indefinite in terms of its 
outcome. Furthermore, the process of the claims preceding this claim is completely 
independent of the type of order being selected by the first ordering party. In other words 
the process of claim 21 (which includes all processes of claims 18-20) are performed 
regardless of the order type of the first order. The claim is accordingly rendered indefinite 
and unclear. 

Claims 21-23 depend upon claim 20 and therefore inherit same defect as claim 20. 

8. Claims 25 and 29-3 1 : recites limitation "step of allowing intermediate parties to 
..". This limitation lacks positive antecedent basis in the claim. 
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Claim 25 is not sufficiently precise due to the combining of two different statutory 
classes of invention in a single claim. The preamble the claim refers to a method, but the body of 
the claim discusses the specifics of the system (computerized system comprises a system for 
trading..) and subsequently the claim then deals with the specifics of a method step (step of 
allowing).. 

Claim 32 recites limitation "The method of claim 18 "wherein identifying the chain of 
parties.."" , however, there is no antecedent basis for this limitation in claim 18 which recites 
"identifying the chain of transactions". Claim also recites limitation of tracking "path of parties" 
which is vague and unclear. Claim 33 is rejected based upon similar reasoning. 

Claim 46: "the first, second and intermediate orders have parameters set by the parties" is 
vague and unclear because the term parties are not defined clearly. The claim is also indefinite 
because it recites "..the intermediate parties in the chain carmot be prevented by parameters 
set. . ." without specifying what action cannot be prevented by the parameters. 

Claim Rejections - 35 USC §102 
9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 
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10. Claims 18-24 and 47-48 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Rackson, US PGPub 2002/0165817 (Priority dated Sept. 3, 1999) (hereafter Rackson), 
Claim 18: Rackson teaches a method comprising : 

receiving a first order from a first ordering party, the first order including at least one bid 
or offer to permit execution of a chain of transactions in a computerized system, 

(p. 1 1, [102] and [103] a seller lists (i.e. offer) an item for sale, the item quantity (say 
100) and the starting bid (say $10)) 

receiving one or more intermediate orders, including at least one offer or bids from at 
least one of a plurality of intermediate parties using the computerized system, at least one of the 
intermediate orders being placed by the at least one intermediate party in response to the first 
order; 

(p. 1 1, [103] bidder A submits a bid for quantity 40 at price 99, the bid is submitted in 
response to the seller listing the item for auction) 

receiving a second order including at least one offer or bid from a second ordering party 
using the computerized systems the second order being placed by the second ordering party in 
response to one or more of the intermediate orders; and 

(p. 1 1, [103] bidder B submits a bid for quantity 30 at price 85 ) 

identifying the chain of transactions to be executed among the first ordering party, at least 
one intermediate party, and the second ordering party using the first order at least one received 
intermediate orders and the second order. 

(the chain of transactions have been identified in Figure 7 as "independent auction 
results". Here Bidders A, B and C each receives respectively 40, 30 and 30 items each @ $80) 
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Regarding claims 19 and 20: Rackson discloses the determining whether a match occurs 
between one of intermediate orders and at least one of the first and second orders and 
subsequently executing the transaction., (see Figure 7 and imderlying process). 

Claim 21 : allowing the first ordering party to select whether the order is a live, executable 
order or a subject order (see para [0063]). 

Claim 22: allowing the intermediate parties to communicate intermediate orders (see 
para [0049]). 

Claim 23: executing the transaction by automatically executing the live orders in the 
chain that are matched (see auction results Figure 7). 

Claim 24: order communicated by the first party is an order subject to satisfaction of a 
condition (see [080], "conditional parameters"). 

Claims 48 and 49: at least one intermediate orders participating in the chain of 
transactions are placed by., at least one fiuther intermediate party.. others of the intermediate 
parties (see Figure 7, Bidders A,B, C, J.. Note that the intermediate parties can be any number of 
bidders, "fiirther intermediate party" is the bidder not identified in claim 1). 

Claim Rejections - 35 USC §103 
12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject 
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matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to 
which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made. 

13. Claim 25 is rejected under 35 U.S.C, 103(a) as being unpatentable over Rackson, US 
PGPub 2002/0165817 (Priority dated Sept. 3, 1999). 

Rackson, fails to teach that the computerized system comprises a system for trading 
financial instruments. 

The examiner points out that limitation recites the aforementioned limitation only in 
terms of intended use or field of use. 

This intended use of the claimed invention must result in a structural difference between 
the claimed invention and the prior art in order to patentably distinguish the claimed invention 
from the prior art. If the prior art structure is capable of performing the intended use, then it 
meets the claim. In a claim drawn to a process of making, the intended use must result in a 
manipulative difference as compared to the prior art. See In re Casey, 370 F.2d 576, 152 
USPQ 235 (CCPA 1967) and In re Otto, 312 F.2d 937, 939, 136 USPQ 458, 459 (CCPA 1963). 

In the instant claim the process steps of identifying a chain of transactions among the 
first party, at least one intermediate party and the second party of the independent claims are also 
applicable to trading of financial instruments (Dutch auction of Figures, 7-9 and systems of 
Figure 2). 



Conclusion 
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The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAGDISH PATEL whose telephone number is (571) 272-6748. 
The examiner can normally be reached on 800AM-600PM M-Th. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on (571) 272-6747. The fax phone number for the 
organization where this application or proceeding is assigned is 517-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Jagdish N. Patel 
(Primary Examiner, AU 3624) 
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